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Response To Objections to Affidavit Under 37 CFR, 1.132 

The Examiner has objected to the Affidavit on grounds that alterations were 
made thereto without the date or signature of the affiant, Mr, Harvey Grant. A perfected 
Affidavit, with corrections made, resigned by Mr. Harvey Grant is attached hereto for 
reconsideration by the Examiner. Particularly, the newly executed Affidavit includes the 
proper identification of one of the commercial products, "Eclipse ULTIMET 716", having a 
composition corresponding to that of the claimed subject matter of the instant patent 
application. Kindly withdraw the formal object to the Affidavit. 

The "Eclipse ULTIMET 716" sales brochure referenced in para. 6 of the 
Affidavit and attached thereto as Exhibit A is merely evidence corroborating the existence of 
the commercial product that is the subject of the Affidavit. 

The Examiner asserts that the Affidavit under 37 CFR 1 . 1 32 is insufficient to 
overcome the rejection of the claims based upon Nagarajan et al. in view of James et al. and 
Crockett et al. Particularly, the Examiner concludes that "... there is no showing that the 
objective evidence of nonobviousness is commensurate in scope with the claims'*, allegedly 
because the Affidavit "... refers only to the system described in the above referenced 
application and not to the individual claims of the application." Official Action 22 October 
200 L para. 1. 

Kindly note that para. 7 of the Affidavit is a verified statement that the 
composition of the "FabCOR80XLS" and "Eclipse ULTIMET 716" weld wires sold by ITW 
Hobart, a Division of Illinois Tool Works Inc., the assignee of the referenced patent 
application, have compositions corresponding to the subject matter of at least one or both of 
the independent claims (Claims 1 & 21) pending in the instant patent application. 

Kindly note that the composition of these weld wires is a carefully held and 
very valuable industrial trade secret unavailable to the public, at least not until a patent is 
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granted on the subject matter thereof. Thus the sales brochures, including the "Eclipse 
ULTIMET 716 M sales brochure attached to the Affidavit as Exhibit A, do not include listings 
of the composition of the "FabCOR80XLS" and "Eclipse ULTIMET 716" weld wires. 

Moreover, the official records of ITW Hobart, maintained in the ordinary 
course of business, pertaining to the composition or ingredients of the "FabCOR80XLS" and 
"Eclipse ULTIMET 716" weld wires are encrypted to prevent loss of the valuable trade 
secrets. The submission of evidentiary, official business records of ITW Hobart that would 
substantiate that the composition of "FabCOR80XLS" and "Eclipse ULTIMET 716" weld 
wires is the same as the claimed subject matter of the patent application would also require the 
submission and public disclosure of the key (another carefully guarded trade secret) necessary 
to decrypt and meaningfully interpret the encrypted business records specifying the 
composition of the subject weld wires. Such a disclosure would be an unreasonably 
burdensome requirement. 

Under the circumstances, Affiant's sworn statement that the composition of the 
"FabCOR80XLS" and "Eclipse ULTIMET 716" weld wires is within the scope of the subject 
matter of at least independent Claim 1 or Claim 21 should be accepted at its face value, as are 
other sworn statements of applicants and their assignees, including duly appointed officers and 
representatives thereof. Kindly accept the sworn statements as true and proceed to consider 
all of the evidence under the preponderance standard, as required by the Rules of Patent Office 
practice. In re Oetiker, 24 USPQ2d 1443 (Fed, Cir. 1992) (The ultimate determination of 
patentability must be based on consideration of the entire record, by preponderance of 
evidence, and with due consideration to the persuasiveness of any arguments and any 
secondary considerations.). 
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Allowability of Claimed Inventions 

Claims 1-27 stand rejected under 35 U.S.C. § 103 as being unpatentable over 
U.S. Patent No. 5,824,992 (Nagarajan) in view of U.S. Patent No. 5,1 92,85 1 (James) and U.S. 
5 Patent No. 5,365,036 (Crockett). Official Action, 23 October 2000, para. 2. 

The Examiner concedes that the claimed ranges are outside that of the prior art 
but reasserts that the claimed inventions are prima facie obvious due to the close proximity of 
the ranges disclosed in the prior art, and particularly the ranges disclosed by Nagarajan. 
Official Action, 23 October 2000, para. 4. 
1 0 The present invention relates generally to metal-core weld wires having reduced 

fume production resulting, in at least some embodiments, from a reduced carbon content in the 
sheath thereof. Claim 1 recites a metal-core weld wire having a low carbon steel sheath with 
"... a carbon content less than 0.005 % C Reducing the carbon content in the sheath of 
metal-core weld wires to within the ranges recited in the inventions of independent Claims 1 
15 and 21, discussed further below, substantially reduces the amount of fumes generated. 

It is noted that none of the prior art references (Nagarajan, James et aL and 
Crockett) disclose or suggest alone or in combination reducing fumes in a metal core wire by 
reducing the carbon content in the sheath therof. The Examiner's alleged prima facie case of 
obviousness is based solely on disclosure in Nagarajan of a weld wire having a sheath carbon 
20 content between 0.005-0. 1 50 %, the lower limit being near the upper limit recited in Claim 1 . 

Nagarajan teaches reducing the oxygen content in metal core weld wires by 
using low oxygen iron powders and/or reduced core fill percentages. The disclosure of 
Nagarajan relied upon by the Examiner for teaching a sheath carbon content as low 0.005 % 
is merely general background disclosure about metal core weld wires and is not even one of 
25 the embodiments of the invention of Nagarajan. The low oxygen weld wire embodiments of 

Nagarajan in fact include carbon contents in the sheath of not less than 0.015 %, which is 
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substantially greater than 0.005 % recited in Claim 1 of the present invention. 

The Examiner does not rely on James et al. or Crockett for teaching carbon 
contents in the sheath in the ranges recited in the claimed inventions. James is cited for 
teaching the "... use of Si and Al ...." James et al. disclose nothing about fume reduction in a 
5 weld wire and particularly fail to disclose or suggest reducing the carbon content in the sheath 

to the ranges claimed in the present invention. 

The Examiner's reliance on Crockett is ambiguous. The Examiner alleges that 
it would have been obvious to "... measure fume generation as taught by Crockett et al. for the 
Nagarajan et al. wire because it would characterize the welding wire and deposit more 

1 0 completely." Official action 23 October 2000, para. 2. The independent claims of the present 

invention however recite nothing about "... measuring fume generation ..." as alleged by the 
Examiner. Claim 1 recites a metal core weld wire having a sheath having "... a carbon content 
less than 0.005 % C ...." Moreover, the Examiner's alleged motivation "... to characterize the 
welding and deposit more completely..." for the dubious combination of Crocket and 

1 5 Nagarajan is nonsensical. 

Crockett discloses flux core weld wires with aluminum for reducing fumes. 
The Examiner alleges that Crockett discloses carbon in the weld wire sheath but does not 
allege that carbon ranges disclosed by Crockett render the carbon ranges of the present 
invention obvious. More importantly, Crockett does not disclose or suggest any nexus or 

20 . relationship between sheath carbon contents and fume generation. The Examiner' s attempted 

reliance on Crockett admits that Nagarajan alone does not support a rejection of the claims for 
obviousness. 

There is absolutely no teaching or suggestion in Nagarajan to reduce the sheath 
carbon content below 0.005 % as recited in Claim 1. for any reason. Nagarajan alone or in 
25 combination with Crockett and James et al. does not suggest reducing the sheath carbon 

content to "... less than 0.005 0 o ..." as recited in Claim 1 . Claim 1 and the Claims that depend 
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therefrom are therefore believed to be allowable over Nagarajan, Crockett and James et al. In 
re Antonie, 195 USPQ 6, 9 (C.C.P.A. 1977) (Failure to recognize a result-effective variable 
or range outside a known range is an exception to the rule of the presumption of obviousness.). 

Claim 2 recites the steel sheath comprising "... not more than approximately 
5 0.004 % C which carbon content is further below the range disclosed by Nagarajan. Claim 

2 is therefore also allowable over the prior art. 

According to another aspect of the invention, the low fume generating metal - 
core weld wires of the present invention, for example those having sheath carbon contents of 
not more than 0.008 % C, have small amounts of carbon added to the core composition to 
10 improve the mechanical properties of the weld deposit produced thereby, including for 

example improved toughness and impact strength. 

Claim 3, dependent from Claim 1 , recites "... the total weight of the metal-core 
weld wire comprises between approximately 0.005 % C and approximately 0.013 % C. M 
Claim 1 limits the amount of carbon in the sheath to "... less than 0.005 % C and thus the 
15 balance of the carbon is in the metal-core composition. This combination is not disclosed or 

suggested by Nagarajan alone or in combination with Crockett and James et al. 

Claim 8, dependent from Claim 1, recites "... the metal-core composition 
comprising not more than approximately 0.0047 % C This core carbon content range in 
combination with a carbon content in the sheath that is "... less than 0.005 % C ..." as recited 
20 in Claim 1 is not disclosed or suggested by Nagarajan, Crockett or James. 

Claim 1 1 , also dependent from Claim 1 , recites "... the metal-core composition 
is between approximately 1 7 % and approximately 1 9 % of the total weight of the metal-core 
weld wire, the metal-core composition comprising not more than approximately 0.0046 % C/' 
This core carbon content range in combination with a carbon content in the sheath that is "... 
25 less than 0.005 % C ..." as recited in Claim 1 also is not disclosed or suggested by Nagarajan. 

Crockett or James. 
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Claim 15 depends from Claim 12 and recites a range similar to that recited in 

Claim 1 1 . 

Claims 3,8, 11 and 1 5 are therefore believed to be in condition for allowance. 

Nagarajan, Crockett and James also fail to disclose or suggest low fume metal- 
core weld wires having the core composition recited in Claims 4,8-13 and 1 6, and particularly 
the various combinations of Fe-Mn, Fe-Si, Fe-Mn-Si and Fe-Ti in the core composition, which 
provide the core carbon content in the ranges recited in the base or intervening claims. The 
disclosure in the prior art of these elements in isolation is not the same as the compounds 
recited in the Claims. 

Claims 4, 9, 10-13 and 16 are therefore believed to be in condition for 

allowance. 

Regarding Claims 17-20, Nagarajan, Crockett and James also fail to disclose 
or suggest metal-core weld wires having fume generation rates recited in said claims. The 
Examiner's rejection does not specifically address these limitations. Claim 1 7-20, which are 
dependent from Claim 1, are therefore believed to be in condition for allowance. 

Independent Claim 21 recites a "low fume metal-core weld wire" comprising 
"... a low carbon steel sheath having a carbon content of not more than approximately 0.008 
% C ... the metal-core composition comprises between approximately 0.0020 % C and 
approximately 0.0047 % C based on the total weight of the metal-core weld wire." 

Nagarajan, Crockett and James fail to disclose or suggest a "low fume metal- 
core weld wire" having a sheath and metal-core with carbon content ranges recited in Claim 
21 and the Claims that depend therefrom. 

As noted above, Nagarajan is concerned with reducing the oxygen content of 
metal-core weld wires by substantially reducing the core fill percentage and by using low 
oxygen content iron powders as a core constituent. Crockett discloses flux-cored weld wires 
having aluminum for reducing fume generation but fails to disclose or suggest anything about 
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reducing fumes in metal-core weld wires by reducing the carbon content in the sheath thereof. 
James discloses a weld wire formulated specifically for pulsed arc welding and otherwise fails 
to compensate for the deficiencies of Nagarajan and Crockett. 

Claim 21 and dependent Claims 22-27 are therefore believed to be allowable 
over Nagarajan, Crockett and James. 

Claim 22, dependent from Claim 21, recites "... the metal-core composition 
between approximately 17 % and approximately 19 % of the total weight of the metal-core 
weld wire, the metal-core composition comprising not more than approximately 0.0046 % C 
based on the total weight of the metal-core weld wire." These ranges further distinguish over 
Nagarajan, Crockett and James and thus Claim 22 is believed to be in condition for allowance 
for these additional reasons. 

Nagarajan, Crockett and James also fail to disclose or suggest low fume metal- 
core weld wires having the core composition recited in Claims 23, 24 and 26-27, and 
particularly the various combinations of Fe-Mn, Fe-Si, Fe-Mn-Si and Fe-Ti in the core 
composition, which provide the core carbon content in the recited ranges. Claims 23-27 are 
therefore believed to be in condition for allowance. 

Also submitted herewith is an evidentiary declaration under 37 CFR 1.132 
drawn to object indicia of non-obviousness, and particularly to the commercial success of the 
claimed invention discussed further below. 

Discussion of Attached Affidavit Under 37 CFR 1.132 

A resigned Affidavit with supporting evidence is submitted herewith under 37 
CFR 1.132 for re-consideration by the Examiner. Cable Elec. Prods., Inc. v. Genmark, Inc. 
226 USPQ 881, 887 (Fed, Cir 1985) (Evidence of secondary considerations must always be 
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considered; not merely when the examiner remains in doubt after reviewing the prior art.). 

The attached Affidavit and supporting factual evidence establish that the subject 
matter of the claimed inventions overcome problems in the art; namely, low fume producing 
metal-core weld wires that comply with industry strength and toughness specifications. The 
5 low fume weld wires of the present invention were developed partly in response to industry 

demand, and address problems heretofore unsolved by others. 

The affidavit and supporting evidence also establish that the metal-core weld 
wires of the present invention are commercially successful. Particularly, the sales of low fume 
metal-core weld wires of the present invention were substantial upon introduction thereof into 
16 the marketplace because they substantially reduced fumes without loss of performance 

characteristics, which is what industry required. Sales grew substantially the second year of 
sales, and continues to grow. 

Particularly relevant to the commercial success of the present invention is the 
fact that, for at least one large customer' s applications, the metal-core weld wires of the present 
1 5 invention substantially displaced the use of flux-core weld wires, which generate substantial 

amounts of fumes. 

The Affidavit establishes a nexus between the subject matter of the claimed 
inventions and the commercial embodiments thereof The Affidavit and supporting evidence 
establish further that the commercial success is attributable to the claimed invention. 

20 .. Particularly, the metal -core weld wires are commercially successful because they have reduced 
fume production without loss of performance. Applied Materials Inc. v Advanced 
Semiconductor Material Am. Inc., 40 USPQ2d 1481, 1486 (Fed. Cir. 1986)( All embodiments 
within the claims need not be commercially successful.). 

The remarks, above especially when taken in consideration with the enclosed 

25 Affidavit under 37 CFR 1 .1 32 overwhelmingly defeat the Examiner's tenuous allegations of 

obviousness, which for independent Claims 1 and 21 rests substantively on the sole reference 
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to Nagarajan. In re Oetiker, 24 USPQ2d 1443 (Fed, Cir. 1992) (The ultimate determination 
of patentability must be based on consideration of the entire record, by preponderance of 
evidence, with due consideration to the persuasiveness of any arguments and any secondary 
considerations.)- See MPEP §§ 716.01(d) and 2144.08. 

In view of the amendments and discussion above, it is submitted that all 
pending claims of the present application are now in condition for allowance. Kindly 
withdraw any rejections and objections thereto and allow the claims of the present application 
to issue as a United States Patent. 

The undersigned requests a telephone interview upon the Examiner's careful 
review of this amendment, before preparing an Official action in response thereto. 




Roland K. Bowler ii i March 2002 
Reg. No. 33,477 

Telephone 847-229-9966 
Facsimile 847-229-9967 

Roland K. Bowler ti 
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